
United States Bvtent and TkAnKMARK Office 



UNITED STATES DEPARTMENT OF COMMERCE 
Uoited States Potent and Tradcmork OfGco 
Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
WaahingtOQ, D.C. 20231 



I ATTORNEY DOCKET NO. | CONFIRMATION NO. | 



FILING DATE 



FIRST NAMED INVENTOR 



09/406,531 



09/27/1999 



ODD N. ODDSEN JR. 



3757.3002 



1718 



530 



7590 



06/04/2002 



LERNER, DAVID, LITTENBERG, 
KRUMHOLZ & MENTLIK 
600 SOUTH AVENUE WEST 
WESTFIELD,NJ 07090 



EXAMINER 



WOOD, KJMBERLY T 



ART UNIT 



PAPER NmiBER 



3632 

DATE MAILED: 06/04/2002 



Please find below and/or attached an Office communication concerning this appUcation or proceeding. 



(Rev. 07-01) 



Office Action Summary 


Application No. 
09/406.531 


Apptlcant(s} 

Oddsen Jr. 


Examiner 

Kimberly T. Wood 


Art Unit 

3632 







Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3_ 



MONTH(S) FROM 



THE MAILING DATE OF THIS COMMUNICATION. k.,t-<^«six im months f™. the 

. Extensions of time may be evailable under the provision, o. 37 CFR 1.136 |a). In no event, howeve,, nviy e reply be t«»ly fted after SIX (6) MONTHS from the 

. is .ess than thirty (30) days, a repV witWn the statutory minim™ of thirty ,30, days wi« be •^'T^^'^^^^ 

. I To T« S above, the max^um statutory period wi« oppV and wij ^^'^^^^'^^^^^^'^^^^^^ commun«atK,n. 

- Feilure to reply whhin the set or extended period for repV win, by statute, causa the appl«atK,n to become ABANDONED t35U;S^C^5 J^S). 
. Any reply Reived by the Office later than throe months after the mailing date of this commun>cat»n, even rf tmely ftled, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to communication(s) filed on Mar 1 1, 2002 ^ 

2a) K This actionis FINAL 26)0 This actionis non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £xparre Quayle. 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 36:78 » '^^^^^ application. 



4a) Of the above, claim (s) 36-78 

5) n Claim(s) 

6) n Claim(s) , 

?)□ Claim(s) „ 

8) □ Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 

9)0 The specification is objected to by the Examiner. 

lOlD The drawing(s) filed on is/are a) □ accepted or blD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
IDD The proposed drawing correction filed on is: ajD approved bjD disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

1 2) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All bjD Some* cjD None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. 



3 □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)n The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 
Attachment(s) 

1) □ Notice of References Cited tPTO-892) 4) □ Interview Summary (PTO-4 13) Paper No(s). 

2) □ Notice of Draftsperson's Paterrt Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Applicatbn (PTai52) 

3) 53 Infomtation Disclosure Staterrontis) (PTO-1449) Paper Nots). _J^_ 6) □ Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01 ) 
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This is the fourth office action for serial number 09/406,531, entitled Configurable Mount 
in response to Amendment D filed on March 11, 2002. 

Election/Restriction 

Claims 37-40, 44-49, 52 and 55-62 were withdrawn from fiorther consideration pursuant 
to 37 CFR 1.142(b) as being drawn to a nonelected Species, there being no allowable generic or 
Unkmg claim. Election was made without traverse in Paper No. 9. 

Claims 36, 50, 63, 67, 72, and newly submitted claims 74-78 are directed to an invention 
that is independent or distinct from the invention originally claimed for the following reasons: Th< 
claims have been amended to include the limitations "a plurality of attachment components 
adapted to be assembled into a plurality of attachment means each of a different configuration for 
attaching said shaft holder to the surface at least one of said attachment means comprising the 
assembly of less than all of said plurality of attachment components.". The applicant has 
attempted to make the claims generic by adding this limitation to the claimed language but, the 
examiner believes the applicant has narrowed the claim language to include all of the species 
except for the species II, which applicant elected in paper no. 9. The applicant has claimed that 
"the assembly of less than all of said plurality of attachment components." The examiner has 
interpreted the added limitation to mean that at least one element would not be included in the 
attachment means. Therefore, the applicant has eliminated the species H originally elected since 
the attachment means has to include all of the elements of the species as shown in figures 2,3, 
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lOA-lOB, 1 1 A-1 IB, 12A-12C or the claims are directed to a new species that has not been 
elected. 

Since applicant has received an action on the merits for the originally presented invention, 
this invention has been constructively elected by original presentation for prosecution on the 
merits. Accordingly, claims 36, 41-43, 50-53, 54, 63-78 withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

Applicant argues that all of the independent claims (36, 50, 63, 67, and 72) are generic. 
The examiner would like to point out that for the reason discussed above the claims are directed 
toward a non-elected species only and therefore can not be generic. In addition, claims 50 and 67 
can not be generic, since species ffl (figure 8) does not include a first member having a flange or a 
second member having a flange. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

Claims 36, 63, 72 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

The appUcant has included the limitations "provided that all of said plurality of attachment 
, at least includes said shaft holder". The plurality of attachment means should not include 



means i 



Application/Control Number: 09/406,53 1 ^ 
Art Unit: 3632 



the shaft holder because the shaft holder has not been disclosed as an attachment means in the 
specification. The shaft holder has been claimed as a separate element from the attachment means 

previously within the claim. 

The claims are replete with indefinite and ambiguous language that the examiner can not 
determine what is included in the limitations and what is excluded from the limitations. 

Response to Arguments 

Applicant's arguments filed March 1 1 , 2002 have been fiiUy considered but they are not 

persuasive. . 

The applicant attempts to argue that the added limitations including "a plurality of 
attachment components adapted to be assembled into a plurality of attachment means each of a 
different configuration for attaching said shaft holder to the surface at least one of said attachment 
means comprising the assembly of less than all of said plurality of attachment components." 
includes the limitations of the other non-elected species in the application therefore, making the 
claims generic. The examiner traverses this argument because the limitation "at least one of said 
attachment means comprising the assembly of less than all of said plurality of attachment 
components" results in trying to make the invention that was originally claimed as an apparatus 
into a claim that is directed to a kit. An apparatus can only be claimed including one species 
wherein within this application the species has to consist of all of the elements of elected 
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Species n. The applicant attempts to claim the apparatus of Species H and in the same instance 
have an apparatus of one of the non-elected Species simultaneously. This would cause the claim 
to be incorrect because instead of claiming an apparatus the applicant is claiming a kit which is a 
different and distinct invention for the applicant's elected species H. In addition, the applicant has 
added the limitation "provided that all of said plurality of attachment means at least includes said 
shaft holder", this confiises the examiner because the examiner can not determine whether or not 
the shaft holder is provided or is not provided since the language makes it seems that if the shaft 
is provided than attachment means is provided but, what if the shaft holder is not provided then 
what? The applicant has presented claims that the examiner can not determine what limitations 
are included in the application. 



Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1.136(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the date of this final 
action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Kimberly Wood whose telephone number is (703) 308-0539. The examiner 
can normally be reached on Monday-Thursday from 7:30 AM to 5:00 PM. Any inquiry of a 
general nature or relating to the status of this application should be directed to the Group 
receptionist whose telephone number is (703) 308-2168. The fax numbers for filing formal papers 
to the Group receptionist are (703) 305-3597. 



Kimberly Wood Tv'f '/ria/t/. 
June 3, 2002 ( 




